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Detailed Action 

This action is in response to the application filed on 06/1 1/2001. 

Priority 

Acknowledgment is made of applicant's claim for prior priority date of U.S. Provisional 
Patent Application 60/210,966 filed on 06/12/2000. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claim 7, 15 & 35 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Re claim 7: 

Transferring the payment from a pervious debit account before enabling the debit 
account in response to the request. 

It is unclear to the examiner what the "previous debit account" is. For the purposes of 
examination the claim will be interpreted as: 

"Transferring the payment from the debit account in response to the request." 

Re claim 15: 

Another user may engage in the wireless network voice communication and the IP usage 
upon receipt of the key 

It is unclear to the examiner what the "engage in wireless network" is. For the purposes 
of examination the claim will be interpreted as: 
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User may authorize payment of another users wireless network voice communication and 
IP usage upon receipt of the key by said user 
Re claim 35: 
Logic for .... 

The systems claim does not appear to have any physical element to be considered as part 
of the claimed system. For the purposes of examination the claim will be interpreted as: 
"Mean for... " (instead of "logic for ... " 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 18-35 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. 

In particular, at least the independent claims recite a "computer program." The MPEP 
section 2106 (page 2100-13 of MPEP version 8) clearly outlines "Data structures not claimed as 
embodied in computer-readable media are descriptive material per se and are not statutory 
because they are not capable of causing functional change in the computer." 

Corrective action to Claims 18-35 is required. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
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having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-1 1 & 18-28 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hultgren (U.S. Patent 6,88,391) in view of official notice. 
Re claim 1 & 18: Hultgren discloses: 

A method and program for providing a digital wallet for IP usage utilizing a wireless 

network, comprising: 

Receiving a request for a debit account (Hultgren, Figure 3 A, Item 300) 

Enabling debit account (Hultgren, Figure 3 A, Items 306, 314 & 316) 

Collecting payment over wireless network billing debit account (Hultgren, Figure 3B, 

Item 328) 

Collecting payment against debit account with IP over wireless network (Hultgren, 
Figure 3B, Item 330) 

Although Hultgren does specifically disclose payment for mobile phone usage a the 
examiner reference official notice that a mobile phone company is a utility. Hultgren 
specifically uses the example of "utility bill, for example" (column 4, line 50) 

Therefore it would have been obvious to one 'of ordinary skill in the art at the time the 
invention was made to add mobile phone usage payment for utility bill payment. 

It is clear that one would be motivated to maximize the number of merchant's available. 

Re claim 2 & 19: Hultgren discloses: 

Request received via mobile cellular hand set and debit account is enabled by human 
operator (Hultgren, Figure 1, Item 60) 

Re claim 3 & 20: Hultgren discloses: 



Application/Control Number: 09/879,682 Page 5 

Art Unit: 3628 

Wireless network via a mobile cellular handset (Hultgren, Figure 1, Item 50) 
Re claim 4 & 21: 

Uses WAP 

The examiner summits official notice that it is well known to one of ordinary skill in art 
at the time of the invention that WAP is a commonly used protocol for developing wireless 
applications and could be used for developing a mobile payment system. 

Re claim 5 & 22: Hultgren discloses: 

IP includes data transfer (Hultgren, Figure 1, Item 50) 

Re claim 6 & 23: Hultgren discloses: 

IP usage includes payment for good or services (Hultgren, Figure 3) 
Re claim 7 & 24: Hultgren discloses: 

Transferring the payment from the debit account in response to the request (Hultgren, 
Figure 3A 5 Items 306, 314 & 316) 

Re claim 8 & 25: Hultgren discloses: 

Balance is updated in real-time (Hultgren, column 9, line 36-47, "immediately transfer 

funds") 

Re claim 9 & 26: Hultgren discloses: 

Alert is sent to a user when below predetermined amount ?? (Hultgren, column 7, line 
40-47, "invalid transaction notification") 

Re claim 10 & 27: Hultgren discloses: 

Discontinued usage upon the debit account falling below a predetermined amount 
(Hultgren, Figure 3 A, Items 318) 
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Rc claim 11 & 28: Hultgren discloses: 

Payment is received via a credit account (Hultgren, Figure 3 A, Items 306, 314 & 316) 
RE: Claims 12-15 & 29-32 

Claims 12-15 & 29-32 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hultgren (U.S. Patent 6,88,391) in view of official notice in further view of Foladare (U.S. 
Patent 5,914,472.) 

Re claim 12 & 29: Foladare discloses: 

Limiting usage based on user-defined threshold (Foladare, Figure 1 , Item 1 04) 

Hultgren & official notice describe a wireless payment process as described in Claim 1 . 
However, Hultgren & official notice does not specifically disclose user-defined threshold. 
Foladare specifically defined this. (Foladare, Figure 1, Item 104) 

Therefore it would have been obvious to one 'of ordinary skill in the art at the time the 
invention was made to add user-defined threshold as taught by Foladare to previous references. 

It is clear that one would be motivated to add flexibility to the process. 

Re claim 13 & 30: Foladare discloses: 

Threshold expires after a pre-determine time limit 

The examiner summits official notice that it is well known to one of ordinary skill in art 
at the time of the invention that any variable set by the user can have time limits associated with 
it. This is just good business practice to never have user inputs without time limitations on these 
inputs. 

Rc claim 14 & 31: Foladare discloses: 
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User-defined threshold limitation expires upon receipt of a key (Foladare, Figure 1 5 Item 
1 1 6, authorization - either through a key or other method) 

Hultgren & official notice describe a wireless payment process as described in Claim 1 . 
However, Hultgren & Official Notice does not specifically disclose user-defined threshold 
limitation. Foladare specifically defined this. (Foladare, Figure 1, Item 104) 

Therefore it would have been obvious to one "of ordinary skill in the art at the time the 
invention was made to add user-defined threshold limitation as taught by Foladare to previous 
references. 

It is clear that one would be motivated to add flexibility to the process. 
Re claim 15 & 32: Foladare discloses: 

User may authorize payment of another users wireless network voice communication and 
IP usage upon receipt of the key by said user (Foladare, Abstract, "ancillary credit or debit card") 

Hultgren & official notice describe a wireless payment process as described in Claim 1 . 
However, Hultgren & Official Notice does not specifically disclose user key. Foladare 
specifically defined this. (Foladare, Figure 1, Item 104) 

Therefore it would have been obvious to one "of ordinary skill in the art at the time the 
invention was made to add user key as taught by Foladare to previous references. 

It is clear that one would be motivated to add flexibility to the process. 
RE: Claims 16-17 & 33-34 

Claims 16-17 & 33-34 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hultgren (U.S. Patent 6,88,391) in view of official notice in further view of Foladare (U.S. 
Patent 5,914,472) in further view of Holm-Blagg (US PG Published 2004/0030657 Al) 
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Re claim 16 & 33: Holm-Blagg discloses: 

Plural users may use wireless network voice communication and IP using a single debit 
account (Holm-Blagg, Figure 2, account 1 & 5, etc) 

Hultgren & official notice describe a wireless payment process as described in Claim 1. 
Additional, Foladare discloses parent-child credit card relationship. However, Hultgren, Official 
Notice & Foladare does not specifically describe plural users. Holm-Blagg clearly discloses a 
plurality of users. (Holm-Blagg, Figure 2, account 1 & 5, etc) 

Therefore it would have been obvious to one 'of ordinary skill in the art at the time the 
invention was made to add plurality of users as taught in Holm-Blagg to previous references. 

It is clear that one would be motivated to add flexibility to the process. 

Re claim 17 & 34: Holm-Blagg discloses: 

Limiting the usage for each of the users based on a single threshold associated with the 
debit account (Holm-Blagg, Figure 7B t "available credit line ") 

Hultgren & official notice describe a wireless payment process as described in Claim 1. 
Additional, Foladare discloses parent-child credit card relationship. However, Hultgren, Official 
Notice & Foladare does not specifically describe a plurality of users. (Holm-Blagg, Figure 2, 
account 1 & 5, etc) 

Therefore it would have been obvious to one "of ordinary skill in the art at the time the 
invention was made to add plurality of users as taught in Holm-Blagg to previous references. 
It is clear that one would be motivated to add flexibility to the process. 

Contact Information 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kirsten S. Apple whose telephone number is 571.272.5588. The 
examiner can normally be reached on Monday - Friday 7:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sam Sough can be reached on 571.272.6799. The fax phone number for the 
organization where this application or proceeding is assigned is 571-272-6126. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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